REMARKS 

Claims 1 and 2 are pending in this Application. The Office Action rejected 
Claims 1 and 2 under 35 U.S.C. § 103(a). Applicant respectfully requests reconsideration 
of pending Claims 1 and 2 in view of the following remarks. 
Rejection of Claims 1 and 2 under 35 U.S.C, § 103(a) 

The Office Action rejected Claim 1 under 35 U.S.C. § 103(a) as being 
unpatentable over Patagonia (Synchilla neck gaiter) ("Patagonia") in view of Begum (US 
20040074498) ("Begum"). Specifically, the Office Action stated that Patagonia teaches a 
neck warmer comprising an elongated cylindrical sleeve as recited by Claim 1. However, 
the Office Action stated that Patagonia fails to teach the exterior face having indicia 
suggesting the appearance of a character. Nonetheless, the Office Action stated that 
Begum teaches a mask having an exterior having an indicia suggesting the appearance of 
a character, as recited by Claim 1. Accordingly, the Office Action stated that it would 
have been obvious to have provided the neck warmer of Patagonia with the facial indicia 
of Begum "since the neck warmer of Patagonia provided with facial indicia would 
provide a neck warmer that not only protects the user's neck and face from the elements, 
but also provides a fun, decorative outer surface so onlookers can view the neck warmer 
with facial features of a character." Applicant disagrees with the Office Action that there 
is some suggestion or motivation to modify Patagonia to provide the neck warmer of the 
invention merely because the resulting product provides a fiin decorative outer surface. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the 
prior art, not in applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. 
Cir. 1991) and MPEP § 2143. With respect to the Office Action rejection of Claim 1, 
there is no suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the references 
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or combine the teachings. That the resultant neck warmer will provide "a fun, decorative 
outer surface" does not provide a proper motivation for modifying the neck warmer of 
Patagonia to include the character indicia of Begum. Rather, there are many ways to 
decorate the outside of a neck warmer to provide "a fun, decorative, outer surface," such 
as by including the border pattern which is shown in Patagonia (Driftwood model). 
Applicant submits that a desire to provide an aesthetically pleasing outer surface does not 
serve as motivation to provide character indicia as recited by Claim 1. Instead, such 
desire for a fun, decorative, outer surface only serves as a standard for a desired product 
which can take many forms. Therefore, there is not suggestion in the knowledge 
generally available to one of ordinary skill in the art to modify Patagonia to include the 
character features of Begum. Moreover, neither of the cited references provides a 
motivation to undertake such combination. 

Neither Begum, nor Patagonia contains teachings that would provide a motivation 
to modify the neck warmer of Patagonia to include the character features of Begum. 
MPEP § 2143.01 states that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either exphcitly or imphcitly in 
the references themselves or in the knowledge generally available to one of ordinary skill 
in the art. "The test for an implicit showing is what the combined teachings, knowledge 
of one of ordinary skill in the art, and the nature of the problem to be solved as a whole 
would have suggested to those of ordinary skill in the art." In re Kotzab, 111 F.3d 1365, 
1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000). With respect to Begum, there is no 
indication of desirability to include the disclosed animal features on a neck warmer. 
Additionally, there is no suggestion in Patagonia to include features from a character on 
the outer surface of neck warmers. Instead, Patagonia includes neck warmers with border 
or trim patterns (Driftwood model). Furthermore, as discussed above, neither the 
knowledge available to one of ordinary skill in the art, nor the nature of the problem to be 
solved as a whole, provides a motivation to modify Patagonia to include character 
features. Accordingly, there is no proper basis for rejecting Claim 1 under 35 U.S.C. § 
103(a) as obvious in view of Patagonia, as modified by Begum. 
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Claim 2 is dependent from claim 1 and is believed patentable, among other 
reasons, by virtue of such dependency. 
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SUMMARY 



Applicant has submitted remarks in support of Claims 1 and 2. In view of the 
forgoing supporting remarks, Applicant respectfully requests allowance of pending 
claims 1 and 2. 

If the Examiner wishes to direct any questions concerning this application to the 
undersigned Applicant's representative, please call the number indicated below. 
Dated: December 12, 2006 



Respectfully submitted, 




Attorneys for Applicants 
(212) 735-3000 

Skadden, Arps, Slate, Meagher & Flom LLP 
Four Times Square 
New York, NY 10036 
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